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Art Unit: 3629 

DETAILED ACTION 

1 . This is in response to the applicant's communication filed on June 27, 2001 , 
wherein claims 1-19 are pending. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 1-12 and 18-19 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

The basis of this rejection is set forth in a two-prong test of: 

(1) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete, and tangible result. 

For a claimed invention to be statutory, the claimed invention must be within the 
technological arts. Mere ideas in the abstract (i.e., abstract idea, law of nature, natural 
phenomena) that do not apply, involve, use, or advance the technological arts fail to 
promote the "progress of science and the useful arts" (i.e., the physical sciences as 
opposed to social sciences, for example) and therefore are found to be non-statutory 
subject matter. For a process claim to pass muster, the recited process must somehow 
apply, involve, use, or advance the technological arts. 

In the present case, claims 1-12 and 18-19 only recite an abstract idea. The 
recited steps of merely obtaining an agreement, receiving preferences, determining if 
the preferences are consistent, and prompting for an amended preference is they are 
not consistent do not apply, involve, use, or advance the technological arts since all of 
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the recited steps can be performed in the mind of the user or by use of a pencil and 
paper. These steps only constitute an idea of how to establish an agreement. There is 
no technology in the body of the claims. 

As for communications network claimed in claims 3 and 4, reading this broadly, 
this can be a group of people communicating together, or a group of people 
communicating over a telephone. 

Also, mere intended or trivial use of a component, albeit within the technological 
arts, does not confer statutory subject matter to an otherwise abstract idea if the 
component does not apply, involve, use, or advance the underlying process. 

In the present case, in claim 3, the applicant has stated that only steps (a), (b), 
and (d) are performed via a communication network. If the communication network is a 
computer, it appears that the determination as to whether the preferences are 
consistent is performed outside of the computer, maybe by a human. Therefore the use 
of the computer would be considered trivial. There is no manipulation of data being 
performed by the computer. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
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only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

3. Clainns 1,14 and 16-17 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Collins et al (US 2002/0007362) (hereinafter referred to as Collins). 
Referring to Clainns 1,14 and 16-17: 

Collins discloses a nnethod and progrann [0006] for interactively establishing a 
dispute resolution procedure {facilitating an agreement over a network [0037]; 
agreement pertains to a "situation" which can be a dispute), connprising the steps of: 

(a) obtaining agreement of two or nnore parties to resolve a dispute {Figure 3 
(320) and (360) and Figure 7B)\ 

(b) receiving preferences from each of the two or more parties for procedures to 
be followed in resolving the dispute {Figure 3 (330) and (370))] 

(c) determining whether the preferences of the two or more parties for the 
procedures are consistent {Figure 5a (530) 1^^ party offers ideal resolution with 
legitimization and initial ZOPA (zone of possible agreement) component (540) 
Agreement on Solution; Figure 12e (1240) Agree on Resolution)] and 

(d) if the preferences of the two or more parties for one of the procedures are not 
consistent, prompting one or more of the parties for amended preferences {Figure 12e 
(1250) obtain first party's modified resolution and (1270) obtain second party's modified 
resolution). 

Referring to Claim 2: 

Collins discloses resolving the dispute in accordance with the procedures upon 
which the preferences of the two or more parties are consistent {Figure 12 e (1230, 
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1240, 1250, 1260) and [0004] the method may be further refined by producing an 
agreement based upon resolutions agreed by each of the parties; [0010] position data is 
received over the network, the position data being representative of a position with 
respect to one or more issues pertinent to a situation [0058] and Figure 12a, the second 
party's proposed resolution set and the first party's proposed modified resolution set are 
compared in Step 1240. If the two parties have agreed on a resolution set, the method 
proceeds to Step 1300. Otherwise the second party supplies a modified resolution set 
in Step 1250). 

Referring to Claim 3: 

Collins discloses steps (a), (b) and (d) are performed via a communications 
network ([0037-0038] and Figures 14a and 14b). 
Referring to Claim 4: 

Collins discloses step (d) further comprises via the network, receiving the 
amended preferences of the two parties and determining whether the amended 
preferences are consistent (12a (1230, 1240,1250). 

Referring to Claim 5: 

Collins discloses an agreement to utilize a procedure or a refusal to utilize the 
procedure {Figure 7b, [0047] Figure 3 (320) (360) the first party may choose whether or 
not to participate in a negotiation session. If the first party does not agree to the terms 
of use, the process ends). 

Referring to Claim 13: 

Collins discloses a system, comprising: 
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at least one host computer for hosting a website coupled to the host computer, 
the website being accessible to two or more parties (110), the website comprising an 
input mechanism adapted to receive input from the two or more parties regarding 
preferences of the two or more parties for one or more procedures to be followed in 
arbitrating the dispute wherein, via the website the two or more parties may negotiate 
and agree upon a set of rules for resolving the dispute {Figure 14a and 14b and [0037- 
0038] and [0004] the method may be refined by producing an agreement based upon 
resolutions agreed to by each of the parties). 

Referring to Claim 15: 

Collins discloses the step of notifying a neutral to resolve the dispute in 
accordance with the preferences of the two or more parties (Figure 8a and 8b). 
Referring to Claim 18: 

Collins discloses generating a contractual agreement embodying the preferences 
of the two or more parties for procedures to be used to resolve the dispute (Figure 13 
( 1 330) Creation of binding agreement). 

Referring to Claim 19: 

Collins discloses a method of interactively establishing a dispute resolution 
procedure, comprising the steps of: 

receiving preferences from two or more parties for procedures to be followed in 
resolving the dispute {Figure 3 (330) and (370))\ 

determining whether the preferences of the two or more parties for the 
procedures are consistent {Figure 5a (530) party offers ideal resolution with 
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legitimization and initial ZOPA component (540) Agreement on Solution; 12e (1240) 
Agree on Resolution)] and 

if the preferences of the two or more parties for one of the procedures are not 
consistent, prompting one or more of the two or more parties for amended preferences 
{Figure 12e (1250) obtain first party's modified resolution and (1270) obtain second 
party's modified resolution). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 6-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Collins as applied to claim 1 above, and further in view of Horn et al (US 2001/0037204) 
(hereinafter referred to as Horn). 
Referring to Claim 6: 

Collins discloses the method of claim 1. Collins does not disclose an expression 
of a maximum willingness to pay. 

However, Horn discloses an expression of a maximum willingness to pay {[0024] 
maximum payment offered by the respondent; abstract and [0091] parties are invited to 
submit settlement offers in ranges including minimum and maximum dollar amounts for 
which they are willing to settle the case). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the minimum and maximum settlement amounts as taught by Horn 
with the dispute resolution system of Collins so as to provide a more efficient method 
which reduces the overhead costs associated with settling a claim and encourages the 
settlement of disputes by motivating parties to submit reasonable, good faith offers or 
demands, thus avoiding the techniques that delay the process. 

Referring to Claim 7: 

Horn further discloses an expression of a maximum willingness to pay is 
expressed as a maximum percentage. {[0125] the respondents log on to the system and 
select a percentage of liability from a menu of ranges. The range selected represents 
the minimum and maximum percentages of liability that the respondent is willing to 
accept). 

Referring to Claim 8: 

Collins discloses an agreement to utilize the procedure {Figure 3 (320) and (360) 
and Figure 7 A) 

Collins does not disclose a sum of maximum percentage of the total cost of 
adhering to the procedure which each of the two of more parties are willing to pay is 
greater than or equal to 1 00% 

However, Horn discloses a sum of maximum percentage of the total cost of 
adhering to the procedure which each of the two of more parties are willing to pay is 
greater than or equal to 1 00% {[0125] if the selected ranges can account for a total 
100% liability then the respondents have reached an agreement). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the minimum and maximum settlement amounts as taught by Horn 
with the dispute resolution system of Collins so as to provide a more efficient method 
which reduces the overhead costs associated with settling a claim and encourages the 
settlement of disputes by motivating parties to submit reasonable, good faith offers or 
demands, thus avoiding the techniques that delay the process. 

Referring to Claim 9: 

Horn discloses the preferences of the two or more parties for the procedure are 
inconsistent if at least one of the preferences comprises refusal to utilize the procedure 
{Figure 38 Filing Aborted - you did not agree with the terms of ResolveltNow.com) or a 
sum or the two or more parties are willing to pay is less than 100% {[0126] if the 
selected percentages do not account for 100% liability between the respondents then 
the system provides the respondents with the option to proceed through continued 
roundS'Of negotiation until an agreed settlement percentage is reached). 

Referring to Claims 10-12: 

Neither Collins nor Horn teach or disclose a benchmark percentage equaling 
100% divided by the number of parties to the dispute; a below-benchmark party as a 
party willing to pay a maximum percentage of the total cost of adhering to the procedure 
which is less than the benchmark percentage; and an above benchmark party as a 
party willing to pay a maximum percentage of the total cost of adhering to the procedure 
which is equal to or greater than the benchmark percentage; wherein if the preferences 
of the two or more parties for the procedure are consistent, and all of the parties are 
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above-bench parties, each of the two or more parties pays the benchmark percentage 
of the total cost of adhering to the procedure or if the preferences of the two or more 
parties for the . procedure are consistent, and one or more of the two or more of the two 
or more parties are below benchmark parties, the party with a lowest maximum 
willingness to pay, pays the maximum percentage of the total cost of adhering to the 
procedure which it is willing to pay. 

As for the percentages, it would be obvious to one of ordinary skill in the art to 
divide 100% by the number of parties if the parties agree that each are equally 
responsible for the payment. However, as disclosed in Horn, the respondents select a 
percentage based on the liability of each of the parties. The range selected represents 
the minimum and maximum percentages of liability that the respond is willing to accept 
with regard to damages suffered by the claimant. The respondents reach an agreement 
on the issue of proportional liability [0125]. Furthermore, Horn discloses a server 
system that is configured to evaluate the offers submitted and calculate a settlement 
amount that is agreeable to all parties [0069]. Horn further discloses a multiparty 
dispute wherein claimant A is seeking compensation from respondents B and C. If 
respondent B selects the range of 25% and 35% and respondent C selects the range of 
65% to 75% then the system determines that respondents B and C can account for 
100% liability. If the selected percentages do not account for 100% liability between the 
respondents, the system provides respondents with the option to proceed through 
continued rounds until an agreement is reached [0125, 126]. Horn also discloses that 
once a settlement amount is calculated by the system each respondent pays his 
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predetermined percentage of the amount to the claimant. Horn further states that other 
methods may be possible and that respondents are provided with system tools to 
negotiate and agree on their proportionate degree of liability and that when the total 
percentage of liability for all respondents equals 100%, the system proceeds to provide 
parties with the tools to negotiate on a settlement amount [0127]. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to combine a method which determines the proportionate degree of 
liability for payments and how to resolve it when the parties' settlement amount is below 
the percentage amount they should be paying or over the percentage amount they 
should be paying so that a settlement can be reached when you have multiple parties 
with varying degrees of liability and varying settlement offers. 
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Any inquiry concerning this coinmunication or earlier communications from the 
examiner should be directed to Janice A. Mooneyham whose telephone number is (571 ) 
272-6805. The examiner can normally be reached on Monday through Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on (571) 272-6812. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct,uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Jan Mooneyham 
Patent Examiner 
Art Unit 3629 



